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DETAILED ACTION 

This office action is in response to applicant's reply filed on April 9, 2008. 

Election/Restrictions 

Applicant's election of Group II (claims 7-11) in the reply filed on April 9, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Applicant's election with traverse of Centaureidin as the elected species in the 
reply filed on April 9, 2008 is acknowledged. Applicant's arguments are persuasive, so 
the election requirement is withdrawn. 

Status of Claims 

Claims1-1 1 are currently pending and are the subject of this office action. 

Claims 1-6 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on April 9, 2008. 

Claims 7-1 1 are presently under examination. 



Application/Control Number: 10/537,320 Page 3 

Art Unit: 1611 

Priority 

The present application is a 371 of PCT/JP03/15267 filed on 1 1/28/2003, and 
claims priority to foreign application JAPAN 2002-350733 filed on 12/03/2002. 

Should applicant desire to obtain the benefit of foreign priority under 35 U.S.C. 
119(a)-(d) prior to declaration of an interference, a certified English translation of the 
foreign application must be submitted in reply to this action. 37 CFR 41 .154(b) and 
41.202(e). 

Failure to provide a certified translation may result in no benefit being accorded 
for the non-English application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 7-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishida et. al. (EP 1 147764, cited by applicant). 

Claims 7 recites a method, for inhibiting elongation of melanocytic dendrites, 
comprising: a step of applying a skin preparation for external use, for inhibiting 
elongation of melanocytic dendrites, comprising, as an active ingredient, a dendrite 
elongation inhibitor for melanocytes, consisting of a compound represented by formula I 
(see claim 1). 
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For claim 7, Ishida et. al. teach a cosmetic composition of general formula I (see 
page 3, these compounds encompass the compounds of general formula I of the instant 
application), having a sufficient whitening effect, a so called anti skin-aging effect as 
vitalizing the skin and preventing wrinkles (see page 2, paragraphs [0006] and [0007]). 
Ishida et. al. do not teach the compounds encompassed by formula I of the instant 
application, however Ishida et. al. suggest the compounds of the instant application by 
choosing the appropriate R substituents in the general formula I (see page 3). 

At the time of the invention, it would have been prima facie obvious for a person 
of ordinary skill in the art to apply the teachings of Ishida et. al. (applying to the skin 
compounds of Formula I for the treatment of skin diseases: skin-aging, skin darkening, 
wrinkles, etc) to treat skin disorders with compounds of formula I, with the motivation of 
better treating skin diseases thus resulting in the practice of claim 7 with a reasonable 
expectation of success. 

Regarding the preamble in claim 7: "for inhibiting elongation of melanocytic 
dendrites", it is considered a characteristic of the method taught by Ishida et. al. 
Although Ishida et. al. is silent as to inhibiting elongation of melanocytic dendrites by 
compounds of formula I, it seems that applicant has discovered a new mechanism of 
action of compounds of formula I. This mechanism of action would have necessarily be 
present in the method of Ishida et. al. since the same compounds are being used for the 
same purpose: skin treatment. In other words, products of identical or similar 
composition cannot exert mutually exclusive properties when administered under the 
same circumstances. MPEP 2112 1 states: "The discovery of a previously 
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unappreciated property of a prior art composition, or of a scientific explanation for the 
prior art's functioning, does not render the old composition patentably new to the 
discoverer". The explanation of an effect or mechanism of action obtained when using 
a compound (e.g. inhibiting elongation of melanocytic dendrites by compounds of 
formula I) cannot confer novelty on a known process (applying compounds of formula I 
to the skin) if the skilled artisan was already aware of the occurrence of the desired 
therapeutic effect. Though new properties of a compound or their mechanism of action 
are no doubt important contributions to scientific and pharmaceutical development, the 
assessment of patentability is based upon the therapeutic applications and effects of the 
compounds, not the mechanism or properties by which they exert such a therapeutic 
effect. 

Claim 8, further limits claim 7, wherein the compound of formula I is now 
Centaureidin (see claim 8). 

Ishida et. al. teach all the limitations of claim 8, except for the specific compound 
Centaureidin. Ishida et. al. limit their structure to at least four methoxy groups (see 
page 3, line 18), while Centaureidin has three methoxy groups. MPEP 2144, Section III 
states: prior art structures do not have to be true homologs or isomers to render 
structurally similar compounds prima facie obvious. In re Payne, 606 F.2d 303, 203 
USPQ 245 (CCPA 1979) (Claimed and prior art compounds were both directed to 
heterocyclic carbamoyloximino compounds having pesticidal activity. The only 
structural difference between the claimed and prior art was that the ring structures of the 
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claimed compounds had two carbon atoms between two sulfur atoms, whereas the prior 
art ring structures had either one or three carbon atoms between two sulfur atoms. The 
court held that although the prior art compounds were not true homologs or isomers of 
the claimed compounds, the similarity between the chemical structures and properties is 
sufficiently close that one of ordinary skill in the art would have been motivated to make 
the claimed compounds in searching for new pesticides). In re Gyurik, 201 USPQ 552, 
596 F2d 1012 on page 557 states: "In obviousness rejections based on close similarity 
in chemical structure, the necessary motivation to make a claimed compound, and thus 
the prima facie case of obviousness, rises from the expectation that compounds similar 
in structure will have similar properties." In this case, it is expected that compounds of 
general structure I taught by Ishida et. al. and Centaureidin of the instant application, 
differing by only one -CH3 group, would have similar chemical, physical and 
biochemical properties. 

At the time of the invention, it would have been prima facie obvious for a person 
of ordinary skill in the art to use Centaureidin, , for the treatment of skin disorders, since 
Centaureidin has a similar structure than the compounds of formula I described by 
Ishida et. al., thus resulting in the practice of claim 8, with a reasonable expectation of 
success 

Claim 10, further limits claims 7 or 8, wherein the skin preparation for external 
use is a cosmetic. For claim 1 0, Ishida et. al further teach that the composition of 
formula I is a cosmetic composition (see paragraphs [0006] and [0007]). 
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At the time of the invention, it would have been prima facie obvious for a 
person of ordinary skill in the art to use compounds of formula I as a cosmetic as 
described by Ishida et. al for the treatment of skin disorders, thus resulting in the 
practice of claim 10, with a reasonable expectation of success. 

Claim 9, further limits claims 7 or 8, wherein the skin preparation for external 
uses alleviates dyschromatosis on which tyrosine inhibitors have insufficient effect. 

Ishida et. al. teach all the limitations of claim 1 , except for the specific treatment 
of dyschromatosis. However, since dyschromatosis is a skin disease (anomalous skin 
pigmentation) and since Ishida et. al. teach that the compounds of formula I have an 
effect on skin whitening and treat skin darkening, at the time of the invention, it would 
have been prima facie obvious for a person of ordinary skill in the art to treat 
dyschomatosis with the instant compound of formula I, thus resulting in the practice of 
claim 9, with a reasonable expectation of success. 

Claim 1 1 , further limits claim 9, wherein the skin preparation for external use is a 
cosmetic. For claim 1 1 , Ishida et. al further teach that the composition of formula I is a 
cosmetic composition (see paragraphs [0006] and [0007]). 

At the time of the invention, it would have been prima facie obvious for a 
person of ordinary skill in the art to use compounds of formula I as a cosmetic as 
described by Ishida et. al for the treatment of skin disorders, thus resulting in the 
practice of claim 1 1 , with a reasonable expectation of success. 
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Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARCOS SZNAIDMAN whose telephone number is 
(571)270-3498. The examiner can normally be reached on Monday through Thursday 8 
AM to 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila G. Landau can be reached on 571 272-0614. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/MARCOS SZNAIDMAN/ 
Examiner, Art Unit 1611 
July 22, 2008 



/Sharmila Gollamudi Landau/ 



Supervisory Patent Examiner, Art Unit 1611 



